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DETAILED ACTION 
Election/Restrictions 

Applicant's election of Group I, claims 1-5 in the reply filed on 06/29/09 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 



Claim Rejections - 35 USC § 103 

The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth In this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Otani 
et al. (JP62083444). 

Regarding claims 1-2, Otani et al. disclose a heat-resistant aluminum alloy with a 
composition relative to that of the instant invention as shown below, In weight percent 



(Otani et al., claim 2): 



Element 


Instant claims 


Otani et al. 


overlap 


SI 


10-16 


5-40 


10-16 


Fe 


1-3 


(Fe+ Nl) = 2-15 


1-3 


Nl 


1-2 


Fe:Ni = 1:4-4:1 


1-2 


TI + Zr + Cr + V 


0.5-2 


0.05-5 with Zr, Cr 
and V= 0 


0.5-2 


Ti 


0.5-2 


0.05-5 


0.5-2 


Cu 


0.6-3 


0.5-6 


0.6-3 


Mg 


0.2-2 


0.1-8 


0.2-2 
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I Al I balance | balance | balance 

The amounts of Si, Fe, Ni, Ti, Cu, Mg and Al disclosed by Otani et al. overlaps 
the claimed amounts of Si, Fe, Ni, Ti, Cu, Mg and Al of the instant invention, which is 
prima facie evidence of obviousness MPEP 2144.05. It would have been obvious to one 
of ordinary skill in the art to have selected claimed amounts of Si, Fe, Ni, Ti, Cu, Mg 
and Al from the amounts disclosed by Otani et al. because Otani et al. disclose the 
same utility throughout the disclosed ranges. 

The limitation of "by densifying aluminum alloy powder prepared by gas 
atomizing" is considered as process limitation in a product claim, which does not render 
the instant claim patentable MPEP 21 13. 

Even though Otani et al. do not expressly teach the grain diameter of the silicon, 
the aluminum alloy of Otani et al. is made by a similar method (by solidifying an air 
atomized powder, claims 3-4 of Otani et al.). It would have been obvious to one of 
ordinary skill in the art to expect the aluminum alloy of Otani et al. to have the similar 
average silicon grain diameter as claimed. 

Furthermore, it is well held that discovering an optimum value of a result-effective 
variable requires only routine skill in the art MPEP 2144.05. In the instant case, the size 
of the silicon grains is a result-effective variable since it would affect the alloy strength 
as taught by Otani et al. (Page 6, lines 3-16). Therefore, it would have been obvious to 
one of ordinary skill in the art to have optimized the silicon grain size of Otani et al. in 
order to achieve the desired aluminum alloy. 
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Regarding claim 3, since tlie aluminum alloy of Otani et al. is made by a similar 
method (by solidifying an air atomized powder, claims 3-4 of Otani et al.); it would have 
been obvious to one of ordinary skill in the art to expect the aluminum alloy of Otani et 
al. has a similar density as claimed. 

Regarding claims 4-5, Otani et al. disclose the aluminum obtained by hot plastic 
processing (Otani et al., claim 4) can be used as a piston (page 4, line 1). 

In addition, claim 4 is considered as a product by process claim. The process 
limitation recited does not render the claim patentable MPEP 21 13. 

Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REBECCA LEE whose telephone number is (571)270- 
5856. The examiner can normally be reached on Monday-Friday 8:00 am - 5:00 pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ROY KING can be reached on (571)272-1244. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/R. L./ 

Examiner, Art Unit 1793 



/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 



